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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Robert Lafleur
Confirmation No.: 7989

Serial No.: 12/818552

Filing Date: 06-18-2010

Atty Docket No.: 242929-1 (US)

VIA EFS

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

The application relates {o air conditioners that heat and cool spaces. More
particutarly, the disclosed subject matier relates to ar conditioners that utihze the
natural convective properties of warm and cool air. {See [0001])

Air conditioning appliances are generally employed in both warm and cold
climates to control the temperature of the air within an environment {e.g., a
building, @ house, etc). As is known in the art, air temperature and humidity can
be stabilized utilizing a sesaled refrigeration system that includes g compressor, &
condenser, a expansion device and an evaporator for comfort cooling in buildings
and motor vehicles. Room air conditioners, for example, generally include an air
inlet and an air outlet located at a front side of the air conditioner, which faces the
interior of a room. Such an air conditioner is positioned in a window opening or in

a sleeved gap formed through the wall of the room. {See [0002))



in prior art air conditioner appliances, the air outlet can be a single
apening positioned either along a top edge or a bottom edge of the front panel or
may be a single opening positioned at one side or the other of the front panel.
Disadvantages of this approach include the arflow direction, which is the same
regardiess of whether the unit is in 2 waming mode or cooling mode. in this
regard, the heated or cooled air must be deliverad against the natural convection
forces due to the change in the waight of the air as it is heated or cooled.
Moreover, the airflow throughout such a system may not be evenly distributed as
the individual units shed their respective loads. Currently, there exists a need for
a room air conditioner that is capable of maintaining temperatures more evenly
across a room. {See [C003])

One aspect of the present invention relates to a conditioner system that
includes a housing having an upper opening and a lower opening, and a ssaled
refrigeration system supported by the housing for providing cold air in a cooling
mode. Additionally, a heater is disposed in the housing for providing warm airin a
warming mode. An adaptive airflow control uni is disposed in the housing and is
configured to discharge the cold air from the upper opening in order 1 transmit
the cold air upward and high in an environment of the air conditioner system in
the cooling mode and to discharge the warm air from the lower opening in order
to transmit the warm air downward and low in the environment in the warming

mode. (See [0005hH
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The configurations described in the application can be effectively adapled
for heating/cooling air in the environment and effectively maintain even
temperatures across a room. Such an approach can be emploved to increase the
gfficiency of the disclosed room air conditioner system{s) {o maintain more sven
temperatures across a room and {o improve comfort control and less thermal
gradient. {See [0027])

Therefore, Applicant respectfully submits that Special Status is sought on
the basis that the present invention materially contributes o the more efficient
ulilization and conservation of energy resources.

The undersigned representative may be contacted at the number below fo
facilitate the resolution of any matters. Please charge any fees that are incurred
in conneaction with this Statement to deposit account no. 09-0470.

Respectiully submitied,
General Electric Company
By: /fAllison W _Mages/

Allison W. Mages
Reg. No. 57,275

Dated: December 10, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6730

Lok



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

APPLICATION NO. * FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. |
12/818,552 06/18/2010 Robert Lafleur 242929-1 7989
52082 7590 12/16/2011
. EXAMINER
General Electric Company I I
GE Global Patent Operation JULES, FRANTZ F

2 Corporate Drive, Suite 648 '

Shelton, CT 06484 ART UNIT | PAPER NUMBER J

3784

L NOTIFICATION DATE | DELIVERY MODE I

12/16/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

gpo.mail@ge.com
allyson.camaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton CT 06484

Inre Appiication of

LAFLEUR, ROBERT : DECISION ON PETITION
Application No. 12/818,552 : TO MAKE SPECIAL UNDER
Filed: June 18, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 242929/1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Dec. 10, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
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energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219-and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived. The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to the green technology. This is not
convincing. For example, it is not clear how the claimed lower hot air discharge and upper cold
air discharge from an air conditioner will provide and enhance the quality of the environment or
contribute to development of renewable energy resources or energy conservation or greenhouse
gas reduction. The claimed arrangement is a common practice for temperature equalization in a
room because hot air raises and colder air sinks in order to produce convection. There is no
connection between the claimed air conditioner and the green technology.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen. Telephone inquiries concerning this decision should be directed to Henry
C. Yuen at 571-272-4856. The application will be forwarded to the Technology Center Art Unit
3784 for action in its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Robert Lafleur
Confirmation No.: 7989

Serial No.: 12/818552

Filing Date: 06-18-2010

Atty Docket No.: 242929-1 (US)

Commissionsr for Patents
P.O. Box 1450
Alexandria, VA 223131450

Reguest for Reconsideration

SIR:

This is responsive to the Decision on Pelition, dated as mailed 18
December 2011, in the aboveaferenced application.

Applicant respectiully requests reconsideration of Applicant’s Petition to
Make Special on the basis that the present invention matenally contributes to
mare efficient utilization and conservation of energy resources.

The Decision to Make Special Under the Green Technology Pilot Program
{hereinafter “the Decision”) states that it is not agreed that the application on its
face meets the materiality standard. The Decision alleges that Applicant's
statement that the claimed invention relates o green technology is not
convineng. The Decision states that it is not clear how the claimed lower hot air
discharge and upper cold air discharge from an air conditioner will provide and
enhance the guality of the environment or contribute fo the development of
renewable energy resources or energy conservation or greenhouse gas

reduction. The Decision alleges that the claimed arrangement is 8 common



practice for temperature equalization in a room because hot air raises and colder
air sinks in order to produce convection. The Decision also alleges that there is
no connection between the claimed air conditioner and green technology.
Applicant doas not agree with the comments made in the Decision.

Applicant respectiulfly submits that the present invention is generally
directed o air conditionars that heat and cool spaces and, more particularly, that
utilize the natural convective properties of warm and cool air. (see at least
paragraph {0001}

Air conditioning appliances are generally employed in both warm and cold
climates to controf the temperature of the air within an environment (e.g., a
building, a house, etc.). As is known in the art, air temperature and humidity can
be stabilized utilizing a sealed refrigeration system that includes a compressor, a
condenser, an axpansion device and an evaporator for comfort cooling in
buildings and motor vehicles. Room air conditioners, for exampie, generally
include an air inlet and an air outlet located at a front side of the air conditioner,
which faces the interior of a room. Such an air conditioner is positioned in a
window opening or in a sleeved gap formed through the wall of the room. Also,
as known in the art, the air can be pulled through one set of louvers, and
discharged though another set of louvers. (see at least paragraph [0002]).

in prior art air conditioner appliances, the air outlet can be a single
opening positioned either along a top edge or a bottom edge of the front panel or
may be a single opening positioned at one side or the other of the front panel.
Disadvantages of this approach include the airflow direction, which is the same
regardiass of whether the unit is in a warming mode or cooling mode. in this
ragard, the heated or cooled air must be delivered against the natural convection

forces due fo the change in the weight of the air as it is heated or cooled.

td



Moreover, the airflow throughout such a system may not be evenly distributed as
the individual units shed their respective loads. Currently, there exists a need for
a room air conditioner that is capable of maintaining temperatures more evenly
across a room. (see at least paragraph [0003]).

Embodiments disclosed herein relate to an conditioner system that
includes a housing having an upper opening and a lower opening, and a sealed
refrigeration system supported by the housing for providing cold air in a cooling
mode. Additionally, a heater is disposed in the housing for providing warm air in a
warming mode. An adaptive airflow control unit is disposed in the housing and is
configured to discharge the cold air from the upper opening in order {0 transmit
the cold air upward and high in an envivonment of the air conditioner system in
the cooling mode and to discharge the warm air from the lower opening in order
to transmit the warm air downward and low in the environment in the warming
mode. (see at least paragraph [0005]).

During the cooling mode operation, a large part of the air can be guided
along the ceiling of the room in order to avoid drafts and by the gradual descent
of the cold, heavy air in the downward direction to achieve a relatively uniform
temperature distribution in the room. The air af the floor is pulled back into the
system from the set of bottom end louvers located within the gap or lower
opening of the boltom portion of the housing. Alternatively, the air conditioner
system discharges the warm air through the set of bottom end louvers located
withiny the lower opening at the bottom portion. During the warming mode
operation, a large part of the air can be guided along the floor and then ascends
i an upward direction towards the ceiling of the environment. The air at the

ceiling is pulled back into the system from the top end louvers o achieve a

Lok



refatively uniform temperature distribution in the room. (see at least paragraph
{00211}

it should be appreciated that the disclosed system can thus be effectively
adapted for heating/cooling air in the environment and effectively maintain even
temperatures across a room. Such an approach can be employed to increase the
efficiency of the disclosed room air conditioner system(s) to maintain more even
temperatures across a room and to improve comfort control and less thermal
gradient. {see ai least paragraph [0027]).

Embodiments of the present invention matenally contribule o energy
conservation by effectively heatingf/cooling air in the environment and by
increasing the efficiency of the disclosed room air conditioner system(s) to
maintain more even temperatures across a room and o improve comfort control
and less thermal gradient. These measures aid in a more efficient air conditioner,
resulting i less energy consumed, which i fumn promotes more efficient
utilization and conservation of energy rasources.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incured

in connection with this Statement 1o deposit account no. 09-0470.

Respectfully submitted,
Generatl Electric Company
By. /Allison W Mages/

Allison Weiner Mages
Reg. No. 57,275

Dated: January 14, 2012

GE Global Patent Operation
2 Corporate Drive, Suite 648



Shelton, CT 06484
203-944-6730
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General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton CT 06484
In re Application of :
Lafleur : DECISION ON PETITION
Application No. 12/818,552 : TO MAKE SPECIAL UNDER
Filed: 6/18/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 242929-1 : PILOT PROGRAM

This is a decision on the request for reconsideration, filed 1/14/2012, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has.been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 3784 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1 .138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone j

Office of Data Management

Page 1 of
FORM PET651G (Rev. 08/07) 9 !
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JAMES M. WU

JW LAW GROUP A

SUITE 820 _ MAILED
84 WEST SANTA CLARA STREET A

SAN JOSE CA 95113 : AUG 0'3 2010

OFFICE OF PETITIONS

In re Application of :
Lu, etal. :  DECISION ON PETITION

Application No. 12/818,645
Filed: 18 June, 2010
Attorney Docket No. 1094.P0003US

This is a decision on the petition filed on 18 June, 2010, pursuant to 37 C.F.R. §1.47

NOTE:

It appears that Petitioner submitted on 18 June, 2010, papers without proper signature,
without fee and without proper signed and translated materials required in support of a
petition under the Rule.

Petitioner, as one registered to practice before the Office, is aware that matters submitted

, must be signed pursuant to 37 C.F.R. §1.33 (see also: MPEP §714.01(a)) and papers
submitted pursuant to 37 C.F.R. §1.47 must include, inter alia, the fee (without which
the Office may not consider the petition) and should include a copy of the transmittal
letters (with translation where appropriate) whereby the entire application (description,
claims, abstract, drawing) were transmitted to the non-signing inventor, whether by mail,
courier or by hand delivery. (See, generally: MPEP §409.03, et seq.)

The petition as considered pursuant to 37 C.F.R. §1.47(a) is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Pursuant to 37 C.F.R. §1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an oath or declaration executed by
the non-signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT
OF THE APPLICATION. Any extensions of time will be governed by 37 C.F.R. §1.136(a).
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This is not a final agency action within the meaning of 5 U.S.C. §704.

A grantable petition pursuant to 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that
the non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a
statement of the last known address of the non-signing inventor(s)}—with diligence in the effort
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address. ’

Petitioner does not seem to have worked through the requirements of the petition, as set forth
above, in satisfaction of those requirements. (See, generally. MPEP §409.03, and §409.03(a)—
the applicable statute (35 U.S.C.§ 116) requires that a “diligent effort” have been expended in
attempting to identify a reasonably believed to be last known address for and so find or reach the
non-signing inventor to ensure transmittal to the non-signing inventors a copy of the entire
application (description, claims; abstract, drawings) with a copy of the transmittal letter) to the
non-signing inventor(s).)

In particular, Petitioner has not as of this writing satisfied the requirement(s) of the petition
as listed above and discussed below. :

Petitioners always are reminded that for transmission by Email of any document to be accepted

by the Office, written acknowledgment of receipt and readability of the message and all
applicable attachments of required materials must be provided.

BACKGROUND

The record reflects as follows:

The application was deposited on 18 June, 2010, without, inter alia, a fully executed
oath/declaration

It does not appear that the Office mailed a Notice to File Corrected Application Papers (Including
a Notice of Missing Parts requiring, inter alia, a fully executed oath/declaration) because a
petition pursuant to 37 C.F.R. §1.47 was included in the 18 June, 2010 deposit of papers.

On 18 June, 2010, Petitioner James M. Wu (Reg. No. 45,241) submitted, inter alia: papers
apparently intended pursuant to 37 C.F.R. §1.47, but which were considered as a wholly
incomplete without signature pursuant to 37 C.F.R. §1.33, as discussed above—the papers are
signed in an affectation of the Applicants, but with only one person signing which is wholly
insufficient; Petitioner must sign the petition and include his registration number, and should
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include as well his contact information; and Petitioner provided no fee/fee authorization;
Petitioner included an oath/declaration executed by co-inventors Lu, JHC Lin and Ju for
themselves and on behalf of non-signing inventor Pao-Yen Lin (Mr. PO Lin). Petitioner set forth
statement of last know address to which he averred he transmitted papers to the nonsigning
inventor, but there is no transmittal letter and much of the correspondence, including Email, is
not accompanied by appropriate translations, and there is no first-person statement from anyone
who presented papers and was present when the non-signing inventor refused to sign. Petitioner
made no showing whatsoever of a search an address pursuant to Petitioner’s duty of candor to—
with requirement for diligent inquiry before—the Office. As noted above, Petitioner failed to file
an actual signed petition as required under statute, the Rules of Practice and the guidance in the
Commentary at MPEP §409.03, and §409.03(a), et seq. '

Out of an abundance of caution, Petitioner should step through the requirements of a grantable -
petition under 37 C.F.R. §1.47(a) (i.e., (1) petition and fee; (2) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been presented
with the application papers (specification: description, claims and drawings); (3) an acceptable
oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a statement of the last
known address of the non-signing inventor(s)}—with diligence in the effort to ascertain the
validity of the address set forth as the reasonably believed to be last known/current/valid address)
and satisfy himself that he has complied with these requirements on submission of any renewed
petition.

Again, Petitioner has not worked through the requirements of the petition.

Thus, the present incompleteness of the record makes granting of the instant petition
inappropriate.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

1 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
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The instant petition under 37 C.F.R. §1.47(a) is dismissed.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By FAX: (571) 273-8300
ATTN: Office of Petitions

While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R.
§1.2°) and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumsances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37 C.F.R. §10.18.

The regulations at 37 C.F.R. §1.2 provide:
§1.2 Business to be transacted in writing.
All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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JAMES M. WU

JW LAW GROUP

SUITE 820 o

84 WEST SANTA CLARA STREET MAILED
SAN JOSE CA 95113 : JAN 312011

OFFICE OF PETITIONS

In re Application of :

Lu, et al. ' ) :  DECISION ON PETITION
Application No. 12/818,645 ' o

Filed: 18 June, 2010

Attorney Docket No. 1094.P0003US

This is a decision on the petition filed on 3 November, 2010, pursuant to 37 C.F.R. §1.47

The petition as considered under 37 C.F.R. §1.47(a) is GRANTED.

A grantable petition under 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that the
non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a
statement of the last known address of the non-signing inventor(s)—with diligence in the effort
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address.

Petitioners always are reminded that for transmission by Email of any document to be accepted
by the Office, written acknowledgment of receipt and readability will be required.

Petitioners always are reminded tha?f;fqr_transmission by Email of any document to be accepted
by the Office, written acknowledgment of receipt and readability of the message and all
applicable attachments of required materials must be provided.

1

BACKGROUND

The record reflects as follows:
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The application was deposited on 18 J uné], 2010, without, inter alia, a fully executed
oath/declaration

It does not appear that the Office mailed a Notice to File Cdrrected Application Papeérs (Including
a Notice of Missing Parts requiring, inter alia, a fully executed oath/declaration) because a
-petition pursuant to 37 C.F.R. §1.47 was included in the 18 June, 2010 deposit of papers.

On 18 June, 2010, Petitioner James M. Wu (Reg. No. 45,241) submitted, inter alia: papers
apparently intended pursuant to 37 C.F.R. §1.47, but which were considered as a wholly
incomplete without signature pursuant to 37 C.F.R. §1.33, as discussed above—the papers are
signed in an affectation of the Applicants, but with only one person signing which is wholly
insufficient; Petitioner must sign the petition and include his registration number, and should
include as well his contact information; and Petitioner provided no fee/fee authorization;
Petitioner included an oath/declaratiosiexecuted by co-inventors Lu, JHC Lin and Ju for
themselves and on behalf of non-signing‘inventor Pao-Yen Lin (Mr. PO Lin). Petitioner set forth
statement of last know address to which:he averred he transmitted papers to the nonsigning
inventor, but there is no transmittal leiter and much of the correspondence, including Email, is
not accompanied by appropriate translations, and there is no first-person statement from anyone
who presented papers and was present when the non-signing inventor refused to sign. Petitioner
‘made no showing whatsoever of a search an address pursuant to Petitioner’s duty of candor to—
with requirement for diligent inquiry before—the Office. As noted above, Petitioner failed to file
an actual signed petition as required under statute, the Rules of Practice and the guidance in the
Commentary at MPEP §409.03, and §409.03(a), et seq. The petition was dismissed on 3 August,
2010.

On 3 November, 2010, Petitioner re-advanced his petition pursuant to 37 C.F.R. §1.47, with fee,
an oath/declaration executed by co-inventors Lu, JHC Lin and Ju for themselves and on behalf of
non-signing inventor Pao-Yen Lin (Mr. PO Lin). Petitioner set forth statement of last known
address of the non-signing inventor and evidence of transmittal of the entire application—

- description, claims, abstract, drawmgp————to the non-signing inventor and his failure to reply and,
thus, constructive refusal to sign/join in ‘the oath/declaration and application, with Petitioner’s
diligence in the effort to ascertain the, va11d1ty of the address set forth as the reasonably believed
to be last known/current/valid address (signed return receipts). It appears that Petitioner provided
a showing satisfying the requirements under the Rule to wit: showing/proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been presented
with the application papers (specification: description, claims and drawings); an acceptable oath
or declaration in compliance with 35 U.S.C. §§ 115 and 116; and a statement of the last known
address of the non-signing inventor(s)—with diligence in the effort to ascertain the validity of the
address set forth as the reasonably believed to be last known/current/valid address. Thus,
Petitioner sought to satisfy the requirements pursuant to the Rule and the guidance in the
Commentary at MPEP §409.03, and §409.03(a) et seq.), and provide a showing that the non-
signing inventor could not be found after diligent effort.
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The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petmoners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the approprlate
documentation—since all owe to the O%ﬁce the continuing duty to disclose.'

v

CONCLUSION

The instant petition under 37 C.F.R. §1.47(a) is granted (status is accorded pursuant to 37,
C.FR. §1.47(a).)

As provided in 37 C.F.R. §1.47(c), this Office will forward notice of this application’s filing to
the non-signing inventors at the addresses given in the petition. Notice of the filing of this
application will also be published in the Ofﬁcial Gazette.

The instant application is released:to the Office of Patent Application Processing (OPAP) for

such processing as required in due course:
. ~é .

t ifice .

X

! See supplement of 17 June, 1999. The Patent and T-idemark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Prpgfize.and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37 C.F.R. §10.18.
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Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on.any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

Lo -

¢ v It

/John J\Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

. BN

2 The regulations at 37 C.F.R. §1.2 provide:
§1.2 Business to be transacted in writing.
All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the

“ written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt
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PAO-YEN LIN o :

NO. 8, LANE 3, CHONGSHAN 1° STREET

TAINAN CITY 701 . o : MA”'ED

TAIWAN (ROC) | JAN 312011
-k OFFICE OF PETITIONS

* In re Application of _ S

Lu, et al. : : COMMUNICATION
Application No. 12/818,645 - :

Filed: 18 June, 2010 '

Attorney Docket No. 1094.P0003US

Dear Pao-Yen Lin:

You are named as an inventor in the above-identified United States patent application, filed
under the provisions of 35 U.S.C. §116 (United States Code), and 37 C.F.R. §1.47 (Code of
Federal Regulations), Rules of Practice in Patent Cases. Should a patent be granted on the
application you will be designated thérein as an inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 C.F.R. §1.19) or make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent attorney or agent presenting written authorization from you. If you -
care to join the application, counsel of record (see below) would presumably assist you. Joining

the application would entail the filing of an appropriate oath or declaration by you pursuant to 37
C.F.R. §1.63.

Should you elect to join in the application, the contact information for Counsel of Record is set
forth at the end of this Communication.

Should you seek to identify mdependent Counsel, you may find the Patent Attorneys/Agents
Search engine of assistance ( https //oedc1 uspto gov/OEDCI/ ).

Requests for information regardmg yblur application should be directed to the File Information
Unit at (703) 308-2733. Information regardmg how to pay for and order a copy of the
application, or a specific paper in the appilcatlon should be directed to the Certification Division
at (571) 272-3150 or 1 (800) 972- 6382 (out51de the Washington, DC area).
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Telephone inquiries regarding this cémmunication may be directed to the undersigned at (571)
272- 3214——1t is noted, however, that all practlce before the Office is in writing (see: 37 C.F.R.
§1.2") and the proper authority. for actlur\ on any matter in this regard are the statutes (35 U.S.C.),

regulations (37 C.F.R.)-and the commentarv on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authorlty for Petitioner’s/your action(s) and/or
inactions. Moreover, the Office can neither advise you nor recommend Counsel in this matter.

\
/John J. Gitfon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

Counsel of Record: ' S
JAMES M. WU _ o
JW LAW GROUP - o
SUITE 820 CoL Bl e
84 WEST SANTA CLARA STREET' “_‘ - ‘
SANJOSECA95113 R ‘

2.

1

Ry

! The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt
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UNITED STATES PATENT AND TRADEMARK OFFICE
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GREENLEE SULLIVAN P.C.
4875 Pearl East Circle

Suite 200

Boulder, CO 80301

In re Application of
JUGDE et al
Application No.: 12/818,725
Filing Date: June 18, 2010 X
Attorney Docket No.: 84-10 : DECISION
For: GLYCOSYLTRANSFERASES, X
POLYNUCLEOTIDES ENCODING
THESE AND METHODS OF USE

This decision is in response to applicants’ petition under 37 CFR 1.182 filed August 10,
2010. The $400.00 petition fee has been paid.

Applicants claim that the above-captioned application was mistakenly filed under 35
U.S.C. 111(a) as all the paperwork submitted was for a national stage application filed
under 35 U.S.C. 371. Applicants request that the above-captioned application be
converted to a national stage application.

U.S. Statutes and Regulations do not make specific provision for the requested action
and as such the Office does not grant such petitions for conversion as a mere matter of
course. The Office will only grant such petitions upon a showing by applicant of
sufficient cause (e.g., the loss of patent rights) where no other remedy is available.

In the present petition, applicants have not made a showing that any loss of patent
rights would occur if the above-captioned application remains a filing under 35 U.S.C.
111(a). Accordingly, the petition is DISMISSED for lack of showing of sufficient cause.

If reconsideration on the merits of this petition is desired, a proper response must be
filed within TWO (2) MONTHS from the mail date of this decision. No additional petition
fee is required. This application is being forwarded to OIPE for further processing
under 35 U.S.C. 111(a).

mes Thomson

ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WwWw.uspto.gov
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I 'ATTORNEY DOCKET NO. | CONFIRMATION NO. I
12/818,731 06/18/2010 Seiichiro KIMOTO _ 26261 8410
23389 7590 07/0812011 :
SCULLY SCOTT MURPHY & PRESSER, PC | EXAMINER |
400 GARDEN CITY PLAZA
SUITE 300 L ART UNIT I PAPER NUMBER I
GARDEN CITY, NY 11530 pws
L MAIL DATE | DELIVERY MODE I

07/08/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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- SCULLY SCOTT MURPHY & PRESSER, PC
400 GARDEN CITY PLAZA
SUITE 300
GARDEN CITY NY 11530

In re Application of: DECISION ON A REQUEST TO

KIMOTO, SEIICHIRO : PARTICIPATE IN PATENT
Serial No.: 12/818731 : PROSECUTION HIGHWAY -
Filed: June 18,2010 : : PROGRAM AND PETITION
Attorney Docket No. : 26261 : TO MAKE SPECIAL UNDER

Title: = BODY-INSERTABLE APPARATUS : CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed June 24, 2011 to make the above-identified
application special.

The request and petition are granted.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
corresponding application(s) filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit IDS listing the documents cited by the JPO examiner in the JPO office
action along with copies of documents except U.S. patents or U.S. patent application
publications.
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In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Response must be filed via EFS-Web. Telephone inquiries concerning thls decision should be
directed to Henry C. Yuen, at 571-272-4856. :

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen

Special Programs Examiner
Technology Center 3700
Tel: 571-272-4856
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KING & SPALDING, LLP

1100 LOUISIANA ST., STE. 4000 MAILED

ATTN.: IP Docketin ' ’ .

HOUSTON TX 77002-5213 : JUN 162011
OFFCE OF PETITIONS-

In re Application of

WALLACE, Paul S. et al. :

Application No. 12/818,740 : DECISION ON PETITION

Filed: June 18, 2010 : TO WITHDRAW

Attorney Docket No. 17318.105045 : FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37
C.FR. § 1.36(b), filed April 29, 2011.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a
Request, absent the filing of a power of attorney to the new representative. The Office will either
change the correspondence address of record to the most current address information provided for
the assignee of the entire interest who properly became of record under 37 CFR 3.71 or, if no
assignee of the entire interest has properly been made of record under 37 CFR 3.71, the most
current address information provided for the first named inventor.

37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent application or a reexamination
proceeding by filing a statement in compliance with § 3.73(b) that is signed by a party who is
authorized to act on behalf of the assignee.

Therefore, as there is currently no statement under 37 CFR 3.73(b) of record in the instant
application, the Office cannot change the correspondence address to the address on the Request for
Withdrawal.

All future communications from the Office will continue to be directed to the above-listed address
until otherwise notified by applicant.
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
4231.

Michelle R. Eason
Paralegal Specialist

Office of Petitions

cc: KATANA ENERGY LLC
14019 SOUTHWEST FREEWAY
SUITE 301-388
SUGAR LAND, TEXAS 77478
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KING & SPALDING, LLP

1100 LOUISIANA ST., STE. 4000
ATTN.: IP DOCKETING
HOUSTON TX 77002-5213

MAILED

0CT 03 2011
OFF
In re Application of ICE OF PETITIONS
WALLACE, Paul Steven :
Application No. 12/818,740 : DECISION ON PETITION
Filed: June 18, 2010 : TO WITHDRAW

Attorney Docket No. 17318.105045 S FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed September 16, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to the
client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Rajesh D. Patel on behalf of all attorneys of record. All
attorneys/agents associated have been withdrawn. Applicant is reminded that there is no attorney

of record at this time.

All future correspondence will be directed to the first named inventor Paul Steven Wallace at the
address indicated below.

There are no outstanding Office actions at this time.
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
4231.

t

Michelle R. Eason
Paralegal Specialist
Office of Petitions

cc: PAUL STEVEN WALLACE
1110 CHEYENNE MEADOWS DRIVE
KATY, TEXAS 77450



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12818749
Filing Date 18-Jun-2010
First Named Inventor David CROOK
Art Unit 3775
Examiner Name THOMAS BARRETT
Attorney Docket Number 33939/41
Title
TRIPLE LEAD BONE SCREW
Please withdraw me as attorney or agent for the above identified patent application and 32642

O the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 192983
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /R. Whitney Johnson/

Name R. Whitney Johnson

Registration Number 62997
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Decision Date : February 13, 2012

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

David CROOK ATTORNEY/AGENTOF RECORD
Application No : 12818749
Filed : 18-Jun-2010

Attorney Docket No : 33939/41
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed February 13,2012

The request is APPROVED

The request was signed by R. Whitney Johnson (registration no. 62997 ) on behalf of all attorneys/agents
associated with Customer Number 32642 . All attorneys/agents associated with Customer Number 32642 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer number 102983

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 2/81 8,753 Filing date: June 1 8, 201 O

First Named Inventor: Peter J de Groot

Title of the

mventon:  =QUal-Path Interferometer

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/039125

application nhumber(s) is/are:

The international filing date of the corresponding

PCT licati is/are:
application(s) is/are June 18, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|i| Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETweEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/818,753

First Named Inventor:] Peter J. de Groot

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

March 14, 2011

|i| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] March 14, 2011

|i| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1 _51 1 -51 Claims 1-51 in the US Application are identical to claims 1-51 in the corresponding PCT Application

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

simatre/ CNIiS Bowley, Reg. No. 55,016/ e May 24, 2011

o neay OIS G. Bowley 55,016

Registration Number

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Address: COMMISSIONER FOR PATENTS
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Alexandria, Virginia 22313-1450

WWW.uspto.gov

r APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. ] CONFIRMATION NO. |
12/818,753 06/18/2010 Peter J. De Groot . 09712-0516001 /Z-577 8466
26161 7590 06/08/2011
EXAMINER
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
PATDOCTC@fr.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
) P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

FISH & RICHARDSON P.C. (BO)
P.0. BOX 1022
MINNEAPOLIS MN 55440-1022

In re Application of ‘ : DECISION ON REQUEST TO

DE GROOT et al. : PARTICIPATE IN THE PATENT
Application No.: 12/818,753 : PROSECUTION HIGHWAY
Filed: 18 June 2010 : PROGRAM AND PETITION
Attorney Docket No.: 09712-0516001 / Z-577 : TO MAKE SPECIAL UNDER
For: EQUAL-PATH :37 CFR 1.102(a) '
INTERFEROMETER

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 24 May 2011, to make the
above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, or USPTO; '

(2) At least one claim in the PCT édpplication has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability



along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549. ‘

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

Lee W. Young
TQAS Technology Center 2800 - Semiconductors,

Electrical & Optical Systems & Components
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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Hamilton, Brook, Smith & Reynolds, P.C.

530 Virginia Road
P.0. Box 9133 MAILED
Concord MA 01742 ' ‘
JAN T1 2011

OFFICE OF PETITIONS
In re Application of : :
Anthony, et al. :  DECISION GRANTING STATUS
Application No. 12/818,762 :  UNDER 37 CFR 1.47(a)

Filed: June 18, 2010

Attorney Docket No. 3575.1034-002

This is in response to the petition under 37 CFR 1.47(a), filed October 29, 2010.
The petition is GRANTED.

Petitioners have shown that the non-signing inventor, Michael P. Anthony, has constructively
refused to join in the filing of the above-identified application.

The applicétion and papers have been reviewed and found in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status.

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the
non-signing inventor at the address given in the petition. Notice of the filing of this application
will also be published in the Official Gazette.

This application is being referred to the Office of Patent Appllcatlon Processing for further pre-
examination processing.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3230.

Shirene Willis Brantley

Senior Petitions Attorney
Office of Petitions



Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12818768 Filing date: June 1 8, 2010

First Named Inventor: John C SUI“Van

menton. SYSTEM AND METHOD FOR MARKETING

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/039197

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
June 18, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified

corresponding PCT application(s)
Is attached.

Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12818768

First Named Inventor] John GC. Sullivan

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

7/28/2010 and 3/16/2011

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
I:I Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1 2 US claim 1 is amended herewith to incorporate the features of claim 2;

- - (continued) so amended, US claim 1 and PCT claim 2 are identical

3-19 3-19 US claims 3-19 depend from (and are therefore narrower in scope than)

(continued) amended US claim 1, which is identical to PCT claim 2

20-47 20-47 US claims 20-47 are identical to PCT claims 20-47

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature /UNA L. Lauricia/ pate 12/1/2011

z\lParm?/Typed) Una I— LaurICIa Registration Number 48998

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Pearne & Gordon LLP

1801 East 9th Street MAILED

Suite 1200
Cleveland OH 44114-3108 FEB 27 2012
OFFICE OF PETITIONS

In re Application of

SULLIVAN et al. : DECISION ON REQUEST TO
Application No.: 12/818,768 : PARTICIPATE IN THE PATENT
Filed: June 18, 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: JCS-45530US1 : PROGRAM AND PETITION
For: SYSTEM AND METHOD FOR : TO MAKE SPECIAL UNDER
MARKETING : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT PPH) pilot program and the petition under 37 CFR 1.102(a), filed on December 1,
2011, to make the above-identified application special.

The request and petition are DISMISSED.

Discussion
A grantable request to part1c1pate in the PCT-PPH pilot program and pet1t10n to make
special require:

(1) The U.S. application must have an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work
product in the international stage or applicant must identify and explain why the
claim(s) is/are not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not
in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the claim(s) that have novelty, inventive step, and
industrial applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the
PCT application indicating that the claim(s) have novelty, inventive step, and
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industrial applicability along with an English translation thereof and a statement that
the English translation is accurate if the latest international work product is not in the
English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

Requirements (1) and (3-8) above are considered to have been met. However, the
request to participate in the PPH pilot program and petition fail to meet requirements
(2) and (7).

Regarding the requirement of condition (2), applicant has failed to identify and explain
why the claims are not subject to the observation in Box VIII of the Written Opmlon
(PCT/ISA/237).

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the
deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If
the deficiencies are not corrected with the time period given, the application will await
action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document
description: Petition to make special under PCT - Patent Pros Hwy. Any preliminary
amendments and IDS submitted with the PPH documents must be separately indexed
as a preliminary amendment and IDS, respectively.

Telephone inquiries concerning this decision should be directed to JoAnne Burke at
571-272-4584.

All other inquiries concerning the examination or status of the application is
accessible in the PAIR system at http://www.uspto.gov/ebc/index.html.

Petitiong Examiner
Office of Petitions



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appl. No. : 12/818,768

Applicant : John C. Sullivan et al.

Filed ; June 18, 2010

Title : SYSTEM AND METHOD FOR MARKETING
Docket No. : JCS-45530US1

Cust. No. : 86378

Conf. No. : 8508

Art Unit : 2811

RESPONSE TO DECISION ON REQUEST TO PARTICIPATE
IN THE PATENT PROSECUTION HIGHWAY PROGRAM AND
PETITION TO MAKE SPECIAL UNDER 37 CFR 1.102(a)

Applicants thank Ms. Burke for the courtesies extended in the phone call of
March 16, 2012. The present request and petition were dismissed for failing to meet
requirements (2) and (7). It appears that the incorrect Written Opinion was before the
Office of Petitions when deciding this matter. Accordingly, Applicants hereby submit the
Written Opinion that corresponds with the present application (International application
No. PCT/US2010/039197). Note that the references cited in this Written Opinion were
cited in either the IDS submitted on July 28, 2010 or the IDS submitted on March 16,
2011. Also note that no observations on the international application were made (i.e.,
Box No. VIII was not checked). If any additional information is needed to correct any
deficiencies in Applicants’ request and petition, the Office is invited to contact
Applicants representative at the number listed below.

Respectfully submitted,

/Una L. Lauricia/
Una L. Lauricia, Reg. No. 48998

Pearne & Gordon LLP

1801 East 9™ Street, Suite 1200
Cleveland, OH 44114-3108
(216) 579-1700

Date: March 16, 2012



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450Alexandria, VA 22313-1450

www.uspto.gov

TAYLOR & AUST, PC
TODD T. TAYLOR
PO BOX 560

AVILLA IN 46710 MAILED
, 0CT 24 2011
OFFICE OF PETITIONS
In re Application of
John Jeffrey et al. X
Application No. 12/818,806 : DECISION REFUSING STATUS

Filed: June 18,2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. VOI0627.US :

This decision is in response to the petitions filed October 12, 2011, under 37 CFR
1.47(a) and 37 CFR 1.137(b), in response to the Notice to File Missing Parts, mailed
July 2, 2010.

The petition under 37 CFR 1.137(b) is DISMISSED.
The petition under 37 CFR 1.47(a) is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR
1.136(a) are permitted. The reconsideration request should include a cover letter
entitled "Renewed Petition under 37 CFR 1.137(b)" and "Renewed Petition under 37
CFR 1.47(a)". This is not a final agency decision:

The above-identified application was filed on June 18, 2010, naming John Jeffrey,
Andrew Allum, Paul Rydin, and Michael Spence, but without a signed declaration.
Accordingly, on July 2, 2010, a "Notice To File Missing Parts of Application" was
mailed, requiring inter alia a properly executed oath or declaration. No response having
been timely filed, the application became abandoned September 3, 2010.

The present petitions seek revival under 37 CFR 1.137(b) and status under 37 CFR
1.47(a). Petitioner argues that “Mr. Michael Kramer refuses to join in the
above-identified application for patent or cannot be found or reached after diligent
effort”. At the outset, since Michael Kramer is not a named inventor, it is being
construed that petitioner intended to argue that Mr. Michael Spence refuses to join in
the above-identified application for patent or cannot be found or reached after diligent
effort.
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Furthermore, while petitioners argue that the non-signing inventor refuses to join in the
above-identified application for patent or cannot be found or reached after diligent
effort, the evidence presented is proof that correspondence regarding the above
identified application and the subject of this petition were mailed to and delivered to the
last known addresses. In the absence of the correspondence being returned or not
delivered it can be construed that the non-signing inventors received the
correspondence and thus locating them is not an issue. Instead, the petition is being
construed to say that the non-signing inventors refuse to sign the oath or declaration
and thus by their actions, to cooperate with the filing of the instant application.
Petitioner must notify the Office if this is not a correct interpretation of the statement
contained in the petition.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or refuses to sign the
oath or declaration after having been presented with the application papers
(specification, claims and drawings);

(2) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and
116;

(3) the petition fee; and ,

(4) a statement of the last known address of the non-signing inventor.

The present petition however, lacks item (1).

In regards to item (1), petitioners have not provided sufficient proof that a copy of the
application (specification, including claims, drawings, if any, and the declaration) was
sent to the non-signing inventor. The petition indicates that “by letter dated January 28,
2011, Ms. Silvia Karasek, a Voith employee, mailed a copy of the assignment and the
declaration regarding U.S. patent application no. 12/818,806", to the last known
address for Mr. Spence. The evidence presented does not indicate that the complete
application was ever sent to Mr. Spence. Thus, there is no evidence to show that Mr.
Spence had the benefit of reviewing the application.

Petitioners may show proof that a copy of the application was sent or given to the non-
signing inventor for review by providing a copy of the cover letter transmitting the
application papers to the non-signing inventor or details given in an affidavit or
declaration of facts by a person having first hand knowledge of the details.

Likewise, before a bona fide refusal can be shown, the non-signing inventor must have
been given an opportunity to review the application. Therefore, petitioners must show
proof that the non-signing inventor refuses to sign the declaration after being sent or
given a copy of the application papers. If there is a written refusal, petitioners should
submit a copy of that refusal with any renewed petition. If the refusal was made orally
to a person, then that person must provide details of the refusal in an affidavit or
declaration of facts.
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A grantable petition filed under the provisions of 37 CFR 1.137(b) must be
accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application. In a nonprovisional application filed on or after June 8, 1995,
and abandoned for failure to prosecute, the required reply may also be met by the filing
of a request for continued examination in compliance with § 1.114. In an application or
patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the
required reply must be the payment of the issue fee or any outstanding balance thereof.
In an application abandoned for failure to pay the publication fee, the required reply
must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. The Commissioner may required additional information where there is a
question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required
pursuant to 37 CFR 1.137(c)).

Since the petition under 37 CFR 1.47(a), also filed October 12, 2011, is dismissed, the
required reply under 37 CFR 1.137(b), item (1), is also lacking.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Office of Petitions

Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (571) 272-3212.

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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Attorney Docket No. VOI0627.US

This is in response to the renewed petition filed December 1, 2011 under 37 CFR
1.47(a) and 37 CFR 1.137(b) to revive the above-identified application.

The above-identified application was filed on June 18, 2010, naming John Jeffrey,
Andrew Allum, Paul Rydin, and Michael Spence, but without a signed declaration.
Accordingly, on July 2, 2010, a "Notice To File Missing Parts of Application" was
mailed, requiring inter alia a properly executed oath or declaration. No response having
been timely filed, the application became abandoned September 3, 2010.

Accordingly, a Notice of Abandonment was mailed March 11, 2011. In response, a
petition under 37 CFR 1.47(a) was filed on October 12, 2011, which was dismissed.in a
decision mailed October 24, 2011 because the proof presented did not support a claim
that a copy of the complete application had been sent to the non-signing inventor.

Comes now petitioner with a declaration signed by previous non-signing inventor
Spence, in compliance with 37 CFR 1.63. In view of the joinder of the inventor, further
consideration under 37 CFR 1.47(a) is unnecessary.

The renewed petition filed December 1, 2011, noting joinder, is DISMISSED as
involving moot issues. :

This application does not have any rule 1.47(a) status and no such status should
appear on the file wrapper. This application need not be returned to this office for any
further consideration under 37 CFR 1.47(a).

In view of the above and as all requirements under 37 CFR 1.137 (b) have been
satisfied, the petition to revive is GRANTED.

This matter is being referred to the Office of Patent Application Processing for further
pre-examination processing.

Telephone inquiries related to this decision should be directed to the undersigned
Petitions Attorney at (571) 272-3212.

W] -
Patricia Faison-Ball
Senior Petitions Attorney

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450

Alexandria, Virginia 22313-1450

WWW.UuSplo.gov
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

DBOUTON@MICROSOFT.COM
vffiling@microsoft.com
stevensp@microsoft.com

PTOL-90A (Rev. 04/07)
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In re Application of: . DECISION ON PETITION TO
TURNER, Richard et al. .+ .*  MAKE SPECIAL FOR NEW
Serial No.: 12/818,809 s :lis %ar APPLICATION UNDER
Filed: June 18, 2010 - : 37CFR.§1.102&
Docket: 329147.01 : M.P.E.P. § 708.02

Title: CONTEXTUAL CONTROL OF :

DYNAMIC INPUT DEVICE

This is a decision on the petition filed on J une’18, 2010 to make the above-identified application -
special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.

REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make ‘Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), must satisfy the
following conditions:

I. Conditions Regarding the Application:

1. the application must be a non-reissue utility or design application filed under 37 CFR
1.111(a);

2. the application, the petition and the required fees must be filed electronically using the

“ USPTO’s electronic filing system (EFS), or EFS- web; if not filed electronically, a statement

asserting that EFS and EFS-web were not available, durmg the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination;
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, 4. The application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a: smgle “invention.
II. Conditions Regarding the Petition:

The petition must:

1. be filed with the application;

2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview.

4. include a statement that applicant agrees to conduct such an interview when requested
by the examiner. b

5. include a statement, made based on a: good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
filed of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonable
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and mcludes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the claims the broadest reasonable expectation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the
claims;

reference spec1fy1ng where the llmltatlon 1s dlSClOSGd in the cited reference;

6.3. a detailed explanation of how each ‘of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (c); '

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application); .

6.5. a showing of where each limitation of the claims finds support under 35 USC
112, first paragraph, in the written description of the specification. If applicable, the
showing must also identify: (1) each means- (or step) plus-function claim element that
invokes consideration under 35 UDC 112, sixth paragraph; and (2) the structure, material,
or acts in the specification that corresponds, to each means- (or step) plus-function claim
element that invokes consideration under’ 35 UDO 112, sixth paragraph,; if the application
claims the benefit of one or more applications under title 35, United States Code, the
showing must also include where each limitation of the claims finds support under 35
USC 112, first paragraph, in each such application in which such supports exists;

6.6. an identification of any cited references that may be disqualified under 35
USC 103(c).
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REVIEW OF FACTS

The conditions 11-14, 111 - II5, 1I5.1, 116.1, 116.2, 116.4 and 116.6 above are considered to have
been met.

However, the petition fails to comply with conditions I15.2 and I15.3 above, for the reasons listed
below. Therefore, the petition fails to meet the requlred conditions to be accorded special status
under the accelerated examination procedure. .

ANALYSIS

Regarding the requirement of MPEP § 708.02(a)(1.)(H)' and item I15.2 and 115.3 above, the pre-
examination search must be directed to the claimed invention and encompass all of the features
of the claims, giving the claims the broadest reasonable expectation. The pre-examination search
conducted in the Pre-Examination Search Statement reveals that the text search did not
encompass all the features of the claims. For example, there is no evidence that the limitations
“determining a first context of the dominant apphcatlon 2‘specifying a first input device user
interface separate from a desktop user interface provided by the dominant application and
corresponding to the first context of the dominant application, the first input device user interface
configured to dynamically display a first set of virtual controls on the dynamic input device and
report activation of the first set of virtual controls to the dominant application,” “determining a
second context of the dominant application, different from the first context of the dominant
application,” and ”’specifying a second input device user interface separate from the dominant
application and different from the first input device user interface, the second input device user
interface corresponding to the second context of the dominant application and configured to
dynamically display a second set of virtual controls on the dynamic input device and report
activation of the second set of virtual controlsito the dommant application” were considered for
the search. Clearly; the generic search terms used to perform the pre-examination search nor the
inventor’s names could reasonably encompass the limitations recited above, or the other
limitations recited in each of claims 1-20. Furthermore, there is no evidence that the pre-
examination search encompasses the disclosed features that maybe claimed as required by item
I15.3.

DECISION

i i u‘ L
For the above-stated reasons, the petition is DISMISSED.
Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of

this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,
(no extension of time under 37 CFR 1.136(a)) from the date of this decision in order to be

' MPEP 8" ed. rev 6 September 2007
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considered timely. Any request for reconsideration must address the deficiencies indicated
above.

Petitioner is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed, expedmously However, due to the dismissal
of the instant petition, examination may not be’ completed within twelve months of the filing date
of the application. ’

Any inquiry regarding this decision should be directed to Eddie C. Lee at (571) 272-1 732.

/Eddie C. Lee/

Eddie C. Lee
Quality Assurance Specialist
Technology Center 2100
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

DBOUTON@MICROSOFT.COM
vffiling@microsoft.com
stevensp@microsoft.com

PTOL-90A (Rev. 04/07)
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In re Application of: . .-+t DECISION ON PETITION TO
TURNER, Richard et al. Feiii MAKE SPECIAL FOR NEW
Serial No.: 12/818,809 : APPLICATION UNDER
Filed: June 18, 2010 : : 37CFR.§1.102 &
Docket: 329147.01 : M.P.E.P. § 708.02

Title: CONTEXTUAL CONTROL OF :

DYNAMIC INPUT DEVICE

This is a decision on the request for recon51derat10n of the petition to make spemal filed on
September 20, 2010 to make the above-identified apphcatlon special for accelerated examination
procedure under 37 C.F.R. § 1.102(d). The decision herein is pursuant to the filing of the request
for reconsideration dated June 28, 2010.

The petition to make the application special is GRANTED.

The application is eligible. for accelerated examination and the petition complies with the
‘conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special: and for Accelerated Examination” issued June
26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice: 4 of the
If the examiner determines that the cialméJ ,ar% not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable.effort, the

. o
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examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.

3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowaﬁce) will not be issued unless either: 1) an
interview was conducted but did not result in: agreed to action that places the application
in.condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible perlod for reply will result in the abandonment of the
application. b s g

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than t a£ prev1ously claimed and examined in the
application, will be treated as not fully responswe ‘and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the orlgmal accelerated examination support
document.

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.
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7.

10.

Post-Allowance Processing:

To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not requirgd by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures: }

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlmed in numbered paragraphs 5 and 6
above.

On appeal, the application will proceeki::'éieefffding to normal appeal procedures. After
appeal, the application will again be treated special.

. Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition: ”} W\ o
The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months _frgrh_’ the:filing of the application.

1A
-

Any inquiry regarding this decision should be directed to Eddie C. Lee at (571) 272-1732.

/Eddie C. Lee/

Eddie C. Lee
Quality Assurance Specialist _
Technology Center 2100 gl
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Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number Filing date:

Number: 83156604 (if known): 12818820 9 " June 18,2010
First Named

Inventor: lan Graham Pegg

Title: HEAT EXCHANGING SYSTEMS FOR MOTOR VEHICLES

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /David S. Bir/ Date 03-04-2011
Name ; ;
(Print/Typed) David 5. Bir Registration Number 38383

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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In re Application of

PEGG, IAN GRAHAM et al : DECISION ON PETITION
Application No. 12/818,820 : TO MAKE SPECIAL UNDER
Filed: June 18,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 83156604 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed March 7, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director. :

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, 11) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
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a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived. :

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to energy conservation or
greenhouse gas reduction. This is not convincing. For example, it is not clear how the claimed
cold engine responsive diverting EGR flow will provide and enhance the quality of the
environment or contribute to development of renewable energy resources or energy conservation
or greenhouse gas reduction. The claims merely directed to two waste heat recovery heat
exchangers. )
Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. ‘

The application will be forwarded to the Technology Center Art Unit 3748 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700
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In re application of:

Group Art Unit: 3748
IAN GRAHAM PEGG

Examiner: Unknown
Serial No.: 12/818,820
Filed: June 18, 2010
For: HEAT EXCHANGING SYSTEMS FOR MOTOR VEHICLES

Attorney Docket No.: 83156604

REQUEST FOR RECONSIDERATION OF PETITION TO MAKE
SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Commissioner for Patents

U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Decision on the Petition mailed March 16, 2011, Applicant respectfully
requests reconsideration of the petition and Statement in support filed March 7, 2011 for the

reasons stated herein.

In the decision dismissing the petition, it was stated that the petition lacked item #4, i.c. a
statement pertaining to the materiality standard. Applicant respectfully disagrees as a statement
in support of the materiality standard was filed with the petition on March 7, 2011. The
Examiner states that it is not clear how the claimed invention, which is directed to exhaust gas
heat exchangers meets the requirements. However, this was explained in detail in the statement

submitted on March 7, 2011.

As previously explained, the claimed first and second exhaust gas heat exchangers
materially contribute to the reduction of greenhouse gas emissions and the conservation of
energy resources by improving engine performance during and shortly after a cold start. The
claimed arrangement of exhaust gas heat exchangers allows the engine to warm up faster and

reach desired operating temperature, which has an effect on a variety of engine components, such
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as reducing frictional losses associated with cold engine and transmission oil, and allowing

emissions control systems to reach desired operating temperature faster.

As explained in the specification, most vehicle journeys start with a cold engine with fuel
consumption and exhaust emissions worse for a cold powertrain than when it is at normal
operating temperatures. From a cold start, the engine metal, coolant, engine oil, transmission oil,
and exhaust treatment systems take a significant amount of time to warm up. These components
are consequently not operating at their optimum temperatures for a significant portion of the
drive cycle and this has a detrimental effect on fuel economy and emissions. Engine oil warms
up slowly in internal combustion engines, leading to higher friction due to higher viscosity of the
oil, especially from ambient temperatures starts. In known systems oil temperature is initially
linked to coolant temperature and coolant is more effective at cooling when cold than when the
engine is hot. A water-cooled EGR system will also stay cold during the carly stages of a drive
cycle unless a bypass is fitted. Cold EGR gas tends to cause higher levels of carbon monoxide

and hydrocarbons than is desirable.

During cold start or early warm-up operation, the engine will not require any cooling. To
reach maximum fuel efficiency in the shortest possible time, it is advantageous to provide for

heating lubricants, such as the engine oil and transmission oil, up to some optimum temperature.

The claimed invention is directed to a heat exchanging system for a motor vehicle having
an internal combustion engine and an exhaust system which includes first and second exhaust
gas heat exchangers connected in parallel: the first for exchanging heat between exhaust gas and
engine oil; and the second for exchanging heat between exhaust gas and a circulating liquid
coolant. A valve arrangement regulates the flow of exhaust gases between the two heat
exchangers. The valve arrangement may include a diverter valve. Alternatively, the valve
arrangement includes a first valve for controlling exhaust gas flow through the first exhaust gas
heat exchanger and a second valve for controlling exhaust gas flow through the second exhaust
gas heater exchanger. The heat exchanging system may form a part of an exhaust gas

recirculation (EGR) system. In such a case, the first and second valves may be conventional
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EGR valves. Alternatively, the diverter valve can be employed in conjunction with an EGR

valve for regulating the flow of EGR gas into the engine's intake manifold.

According to embodiments of the claimed invention, energy is extracted from EGR gas to
varying degrees to suit EGR cooling requirements and to use EGR gas heat during the early
stages of the drive cycle to warm engine oil. The arrangement allows coolant temperature and
oil temperature to be independent of one another in contrast to known systems where they are
extensively coupled. Such an arrangement has the advantage of lowering CO, HC, and NOx

emissions and reducing oil friction thereby leading to lower fuel consumption.

As described in detail above, the claimed heat exchanging system materially contributes
to conservation of energy resources and the reduction of greenhouse gas emissions by allowing

the engine to warm-up and reach desired operating temperature more quickly.
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For the reasons above, Applicant respectfully requests the Examiner to reconsider the

decision and grant the petition.

The Application is a non-reissue, non-provisional utility application filed under 35 U.S.C.
§111(a). The Application contains no more than three (3) independent claims and twenty (20)
total claims. The Application does not contain multiple dependent claims. A first Office action

has not yet appeared in the Patent Application Information Retrieval System (PAIR).

Respectfully submitted,
IAN GRAHAM PEGG

By:__ /David S. Bir/
David S. Bir
Reg. No. 38383
Attorney for Applicant

Date:  April 1, 2011

BROOKS KUSHMAN P.C.
1000 Town Center, 22nd Floor
Southficld, MI 48075-1238
Phone: 248-358-4400

Fax: 248-358-3351
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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In re Application of _
PEGG, IAN GRAHAM et al : DECISION ON PETITION

- Application No. 12/818,820 : TO MAKE SPECIAL UNDER
Filed: June 18, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 83156604 . : PILOT PROGRAM

"This 1s a decision on the petition under 37 CFR 1.102, filed April 4, 2011, to make the above-

identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
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a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. '

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3748 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700

-
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| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR IATTORNEY DOCKET NO.I CONFIRMATION NO. |
12/818,881 06/18/2010 Ruobin Zheng HUAWO02-10842 8769
7590 07/22/2011 I EXAMINER J
Docket Clerk/HTCL KIZOU, HASSAN
P.O. Drawer 800889
Dallas, TX 75380 | ART UNIT | PAPER NUMBER J
2472
| NOTIFICATION DATE | DELIVERY MODE J
07/22/2011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

Paten ranch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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Commissioner for Patents
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CHOATE, HALL & STEWART / CITRIX SYSTEMS, INC.
"TWO INTERNATIONAL PLACE
BOSTON MA 02110 ’
_ MAILED
DEC 02 2010
OFFICE OF PETITIONS
In re Application of :
Avdanin et al. : DECISION ON PETITION
Application No. 12/818,882 : TO WITHDRAW
Filed: June 18, 2010 : FROM RECORD
Attorney Docket No. 2006579-2057 (CTX- :
507US)

This is a decision on the Request to Withdraw as Attorney or Agent under 37 C.F.R. § 1.36(b) or
37 C.F.R. § 10.40, filed November 10, 2010.

The request is DISMISSED.

A review of the file record indicates that practitioner signing the request, Brenda Herschbach
Jarrell, and the other attorneys/agents of ghoate, Hall & Stewart: (1) do not have power of
attorney in this %atent application; but (2) have been employed or otherwise engaged in the
proceedings in this patent application.

- The Office will no longer approve requests from practitioners to withdraw from applications
‘where the requesting practitioner was never given power of attorney but is acting, or has acted, in
a representative capacity pursuant to 37 CFR 1.34. In these situations, the practitioner is
responsible for the correspondence the practitioner files in the application while acting in a
representative capacity. As such, there 1s no need for the practitioner to obtain the Office's
permission to withdraw from representation.

Further, the change of correspondence address as listed in the Request to Withdraw cannot be
accepted because it was not signed by an attorney of record. See MPEP §§ 601.03 and 405. 1f
the applicants wish future correspondence to be mailed to a new law firm, a new power of
attorney should be submitted in the application and should include the desired change of
correspondence address. The Office will continue to mail all future correspondence solely to the
address of record until otherwise properly notified by the applicant.

Tele6phone inquires concerning this decision should be directed to the undersigned at 571-272-
3206.

iana Walsh
Petitions Exaygmer
Office of Petitions
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r APPLICATION NO. ] FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO.J
12/818,897 06/18/2010 Jianjun Wu HW706552 8804
77399 7590 08/02/2010

. . EXAMINER

Leydig, Voit & Mayer, Ltd I J
(for Huawei Technologies Co., Ltd)
Two Prudential Plaza Suite 4900 r ART UNIT | PAPER NUMBER I
180 North Stetson Avenue : 2618

Chicago, IL 60601

[NOTIFICATION DATE | DELIVERY MODE |

08/02/2010 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Chgpatent@leydig.com
uspatent@huawei.com

PTOL-90A (Rev. 04/07)
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Leydig, Voit & Mayer, Ltd

(for Huawei Technologies Co., Ltd)
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Chicago IL 60601

In re Application of:
WU, JIANJUN et al.

Serial No.: 12/818.897 . DECISION ON PETITION TO
Filed: June 18, 2010 . MAKE SPECIAL FOR NEW
. APPLICATION UNDER 37
Title: PAGING GROUP NETWORK AND CFR.§1.102& MP.EP.§
METHOD FOR UPDATING MOBILE 708.02

STATION LOCATIONS

This is a decision on the petition filed on June 18, 2010 to make the above-identified application
special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.

REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), must satisfy the
following conditions: ‘

I. Conditions Regarding the Application:

1. the application must be a non-reissue utility or design application filed under 37 CFR
1.111(a); ,
2. the application, the petition and the required fees must be filed electronically using the
USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically, a statement
asserting that EFS and EFS-web were not available during the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination,;

4. the application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a single invention.

IL. Conditions Regarding the Petition:
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The petition must:

1. be filed with the application;

2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview.

4. include a statement that applicant agrees to conduct such an interview when requested
by the examiner.

5. include a statement, made based on a good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
filed of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must: _

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonable
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the claims the broadest reasonable interpretation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the
claims; _

6.2. an identification of all the limitations in the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

6.3. a detailed explanation of how each of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (c);

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35 USC
112, first paragraph, in the written description of the specification. If applicable, the
showing must also identify: (1) each means- (or step) plus-function claim element that
invokes consideration under 35 USC 112, sixth paragraph; and (2) the structure, material,
or acts in the specification that corresponds to each means- (or step) plus-function claim
element that invokes consideration under 35 USC 112, sixth paragraph; if the application
claims the benefit of one or more applications under title 35, United States Code, the
showing must also include where each limitation of the claims finds support under 35
USC 112, first paragraph, in each such application in which such supports exists;

6.6. an identification of any cited references that may be disqualified under 35
USC 103(c).

REVIEW OF FACTS
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The conditions set forth under section L. above are considered to have been met. However, the
petition fails to comply with conditions set forth under section II Items 5.2, 5.3, 6.2, 6.3, and 6.5.

For these reasons cited above, the petition fails to meet the required conditions to be accorded
special status under the accelerated examination procedure. :

Regarding the requirement in item 5.2 and 5.3 above, the preexamination search document
provided with the instant petition is deficient as follows: In addition to the search logic already
employed by applicants, the examiner has also recommended that applicants include search logic
“relaying” and “repeater”. Applicants are reminded that different databases have different
operators and symbols. Applicants should provide complete listings of all search logic provided
in specific search areas, as well as the date the search was conducted, for each search. Please
note that the above strings are merely suggestive and are not all-encompassing.

If any request for reconsideration is filed, an updated preexamination search must be conducted
as per items 5.2 and 5.3 above, and the Preexamination Search Document must be amended to
indicate such; a new Information Disclosure Statement should be filed to cite any newly found
prior art, and the Accelerated Examination Support Document must also be amended to include
the necessary reference and discussion of any newly found and cited prior art in accordance with
all of items 6 through 6.6 above; as well as the necessary updated discussion of patentability for
each of the dependent claims (or a statement that claims stand or fall together) as set forth above.

Regarding the requirement in items 6.2 and 6.3 above, petitioner does not provide an
identification of claimed limitations and/or a detailed explanation of patentability of each of the
claims with respect to each reference cited in the IDS in support of the Accelerated Examination
Support Document. Petitioner has only identified and also argued the patentability of the claims
in regard to 6 of the 12 cited references in the IDS filed with the accelerated examination support
document. The Accelerated Examination Support Document does not provide an identification
of all claimed limitations and/or a detailed explanation of patentability of all of the claims with
respect to the other six cited references. Therefore, any request for reconsideration must provide
a detailed explanation in regard to the claims with respect to the other six cited references as set
forth in items 6.2 and 6.3 above.

Regarding the requirement in item 6.5 above, the “Accelerated Examination Support Document”,
is deficient because it fails to include a showing of where each limitation of the claims finds
support under the first paragraph of 35 USC 112 in the written description of each benefit
application. As set forth supra, “if the application claims the benefit of one or more applications
under title 35, United States Code, the showing must also include where each limitation of the
claims finds support under 35 USC 112, first paragraph, in each such application in which
such supports exists”. It is noted that the instant application claims benefit to Chinese foreign
application 200510129398.X. Petitioner has not provided a showing of support for this benefit
application. Therefore, an updated accelerated examination support document must be provided
which shows where each limitation of the claims finds support in this benefit application as well.
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DECISION

For the above-stated reasons, the petition is dismissed. The application will therefore be taken
up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of

this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,

(no extension of time under 37 CFR 1.136(a)) from the date of this decision in order to be
considered timely. Any request for reconsideration must address the deficiencies indicated
above.

Petitioner is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed expeditiously. However, due to the dismissal
of the instant petition, examination may not be completed within twelve months of the filing date
of the application.

Any inquiry regarding this decision should be directed to Doris To, Quality Assurance Specialist,
at (571) 272-7629.

/Doris To/

Doris To

- Quality Assurance Specialist

Technology Center 2600 .
Communications
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lNOTIFICATION DATE ] DELIVERY MODE ]

09/09/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

-

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Chgpatent@leydig.com
uspatent@huawei.com

PTOL-90A (Rev. 04/07)
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In re Application of:
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Serial No.: 12/818,897 . DECISION ON PETITION TO
Filed: June 18, 2010 _ . MAKE SPECIAL FOR NEW
Attorney Docket No: HW706552 : o APPLICATION UNDER 37

CFR.§1.102& MPEP.§

Title: © PAGING GROUP NETWORK AND 708.02

METHOD FOR UPDATING MOBILE
STATION LOCATIONS

This is a decision on the petition filed on August 27, 2010 requesting reconsideration to make the
above-identified application special for accelerated examination procedure under 37 C.F.R. §
1.102(d). - '

All of the requirements to correct the deficiencies outlined in the petition decision mailed August
2, 2010 have been met. ‘

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:
If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral



Application Serial No. 12/818,897 ’ 2
Decision on Petition

election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.

3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
application.

5. Reply by Applicant: :

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

"To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support
document.

6. Information Disclosure Statement (IDS):.
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.

7. Post-Allowance Processing:



Application Serial No. 12/818,897 3
Decision on Petition

10.

To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures:

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes invelved in a proceeding that is outside -the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition:

The twelve month goal of this accelerated exammatlon procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Doris To, Quality Assurance Specialist,
at (571) 272-7629.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - _
Number: 083980-0387309 TMT-033 (if known): 12/818,921 Filing date: June 18,2010
First Named,,, . .

Inventor:  Wvei-Min Jeff WANG

Title: SOLID-STATE LIGHT BULB HAVING ION WIND FAN AND INTERNAL HEAT SINKS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Preliminary Amendment; Supplemental IDS

— 7 ]
Signature - /‘/‘g’// Date April 7, 2011

Name Mark J. Danielson
(PrnTyped) Registration Number 40,580

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below™.

5 t *Totalof ________ forms are submitted.

oo

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

Wwww.uspto.gov

L APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
12/818,921 06/18/2010 Wei-Min Jeff WANG 083980-0387309 8865
TMT-033-U
27498 7590 04/2212011 I e AMINER I
PILLSBURY WINTHROP SHAW PITTMAN LLP
P.O. BOX 10500 PATEL, NIMESHKUMAR D
MCLEAN, VA 22102
’ | ART UNIT I PAPER NUMBER I
2879
I NOTIFICATION DATE I DELIVERY MODE ]
04/22/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
docket_ip@pillsburylaw.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

PILLSBURY WINTHROP SHAW PITTMAN LLP
P.O. BOX 10500

MCLEAN VA 22102

In re Application of :

WANG et al. : DECISION ON PETITION
Application No. 12/818,921 : TO MAKE SPECIAL UNDER
Filed: June 18, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 083980-0387309 TMT-033-U : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on April 07, 2011, to make the

~ above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549. . ‘

The application is being forwarded to the Technology Center Art Unit 2879 for action
on the merits commensurate with this deciston. '

Lee W. Yo
Quality Assurance Specialist
Technology Center 2800
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I APPLICATION NO. I FILING DATE J FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
12/818,947 06/18/2010 Gary M. Nath 30683 8921
20529 7590 08/202010
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THE NATH LAW GROUP [ I
112 South West Street TRAN, DALENA
Alexandria, VA 22314 -

| ART UNIT l PAPER NUMBER |
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08/20/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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THE NATH LAW GROUP
112 South West Street
Alexandria, VA 22314

In re application of :
Nath et al. v :  DECISION ON PETITION

Application No. 12/818,947 . TO MAKE SPECIAL FOR
Filed: June 18, 2010 : NEW APPLICATION

For: DEVICE FOR NAVIGATING A MOTOR : UNDER 37 CFR 1.102
VEHICLE AND A METHOD OF :
NAVIGATING THE SAME

This is a decision on the petition filed on June 18, 2010 to make the above-identified
application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

~ The petition to make the application special is DISMISSED.

REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the
“Change to Practice for Petitions in Patent Applications to Make Special and for
Accelerated Examination” published in the Federal Register on June 26, 2006 (71 Fed.
Reg. 36323), must satisfy the following conditions:

|. Conditions Regarding the Application:
1. the application must be a non-reissue utility or design application filed under
37 CFR 1.111(a);

2. the application, the petition and the required fees must be filed electronically
using the USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically,
a statement asserting that EFS and EFS-web were not available during the normal
business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and
in condition for examination; ‘

4. the application must contain three or fewer independent claims and twenty or
fewer total claims and the claims must be directed to a single invention.
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Il. Conditions Regarding the Petition:

The petition must:

1. be filed with the application;

2. include a statement that applicant agrees not to separately argue the
patentability of any dependent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse
in a telephone interview.

4. include a statement that applicant agrees to conduct such an interview when
requested by the examiner.

5. include a statement, made based on a good faith belief, that a preexamination
search in compliance with the following requirements, was conducted, including an
identification of the field of search by United States class and subclass, where
applicable, and for database searches, the search logic or chemical structure or
sequence used as a query, the name of the file(s) searched and the database service,
and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publlcatlons foreign patent
documents, and non-patent literature, unless the applicant can justify with
reasonable certainty that no references more pertinent than those already
identified are likely to be found in the eliminated sources and includes such a
justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features
of the claims, giving the claims the broadest reasonable interpretation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support
document
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with.37 CFR
1.98 citing each reference deemed most closely related to the subject matter of
each of the claims;

6.2. an identification of all the limitations in the claims that are disclosed by
the reference specifying where the limitation is disclosed in the cited reference;

6.3. a detailed explanation of how each of the claims is patentable over
the references cited with particularity required by 37 CFR 1.111(b) and (c);

6.4. a concise statement of the utility of the invention as defined in each of
the independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under
35 USC 112, first paragraph, in the written description of the specification. If
applicable, the showing must also identify: (1) each means- (or step) plus-
function claim element that invokes consideration under 35 USC 112, sixth
paragraph; and (2) the structure, material, or acts in the specification that
corresponds to each means- (or step) plus-function claim element that invokes
consideration under 35 USC 112, sixth paragraph; if the application claims the
benefit of one or more applications under title 35, United States Code, the
showing must also include where each limitation of the claims finds support
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under 35 USC 112, first paragraph, in each such application in which such
supports exists;

6.6. an identification of any cited references that may be disqualified under
35 USC 103(c).

REVIEW OF FACTS
The petition fails to comply with conditions 11.56.2 and 11.6.2.

As to condition 11.5.2, the petition lacks an indication of a preexamination search that
encompasses all of the features of the claims. With respect to the classification search,
in addition to the area already searched, the search needs to include a search of class
340, subclasses 995.1, 995.13, 995.17, 995.27, 905, 907 and 93; class 382, subclasses
104, 106, 107, 164, 170; class 701, subclasses 119, 200, 207, 231 and 215; class 455,
subclasses 91, 99, 403, 456.1, 456.6; and class 342, subclasses 450, 456, 454 and
458.

With respect to the text search of the US Patents database, the petition lacks sufficiently
specific search logic. Additionally, it does not appear that any search of foreign
databases has been made. A search of at least the JPO, EPO and WIPO databases is
required. The USPTO website has an example of the proper manner of performing and
documenting a preexamination search for Accelerated Examination petitions at:
http://www.uspto.gov/web/patents/accelerated/. Furthermore, a sample of search logic
to be used in this application is provided below:

L1 (route or destination) same (guiding or guidance or instruction or direct$4)
L2 current same road same (traffic or congest$3 or jam$4 or incident)

L3 LiandL2

L4 (probe or sampling or sample) near4 vehicles

L5 L3andlL4 A

L6  (probe or sampling or sample) same vehicles

L7 L3 andL6

L8 (probe or sampling or sample) same vehicles same (velocity or speed or
accelerate$4 or position or location)

L9 L7 and L8

L10 (traffic same density) or (average$4 near4 (velocity or speed or accelerat$4
or distance))
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L11

L12
L13

L14
L15

L16
L17

L18
L19
L20

L21.

L22
L23

L24
L25
L26
L27
L28
L29

(traffic near4 density) or (average$4 near4 (velocity or speed or accelerat$4
or distance)) .

L9 and L11

(predetermin$4 or history) near4 (velocity or speed or accelerat$4 or
position$4) '

L12 and L13

(warning or alert$4 or alarm$4) same (congest$4 or unnormal or unusual or
accident or jam$6)

L14 and L15

(visual same symbol) or (alarm$4 same sound) or vibration or (voice same
notifi$5)

L16 and L17
averag$4 near4 (velocity or speed or accelerat$4 or distance)
L18 and 119

(display$4 or screen$4 or visual$4) same (sampling or samples or probes or
vehicles or mobile) same (velocity or accelerat$4 or speed) same (zone or
limit$4 or area)

L18 and L21

(visual or display$4) same vehicles same (color or label) same (speed near4
zone)

L12 and L23

L3 and L23 .

(visual or display$4) same (color or label) same (speed same zone)
L1 and L26

(optimal or alternat$4) near4 route

L14 and L28

This sample search logic is not meant to be the sole search logic that can or should be
employed in this application, but is meant solely as an example of a starting off point for
applicant's assistance. The foreign patent file databases searched are adequate,
however the same text logic deficiency as outlined above appears to be present.
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As to condition 11.6.2, there currently is not an adequate listing of all the limitations (or
portions thereof) in each of the claims that are disclosed in each of the cited references,
specifying where each of the limitations (or portions thereof) are disclosed in each of the
references. It is noted that there are explanations of the disclosures of the references
but it is not clear if the limitations (or a portion thereof) of each claim are clearly taught
by the references or not. That must be made clear.

Additionally, since it is required that the most closely related references are to be
submitted with the petition, all of the references submitted on the Information Disclosure
Statement are considered to be “most closely related” and need to be completely
addressed in the Support Document. Thus, there currently is not an adequate listing of
all the limitations (or portions thereof) in each of the claims that are disclosed in each of
the cited references, specifying where each of the limitations (or portions thereof) are
disclosed in each of the references. Similar detail will be needed for any additional art
uncovered.

Therefore, the petition fails to meet the required conditions to be accorded special
status under the accelerated examination procedure.

DECISION

For the above stated reasons, the petltlon is DISMISSED. The appllcatlon will therefore
be taken up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for
reconsideration of this decision must be submitted within one (1) month or thirty (30)
days, whichever is longer, from the date of this decision. No extensions of time will be
granted under 37 CFR 1.136(a) if the request is to be considered timely. Any request
for reconsideration must address the deficiencies indicated above.

Petitioner is reminded that, upon granting of the special status of the application on
request for reconsideration, the application will be processed expeditiously. However,
due to the dismissal of the instant petition, examination may not be completed within
twelve months of the filing date of the application.

Any inquiry regarding this decision should be directed to Teri Luu at (671) 272-7045.

[Teri P. Luu/
Teri P. Luu
Quality Assurance Specialist
Technology Center 3600

08/17/10
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In re application of :

Nath et al. : -~ DECISION ON PETITION
Application No. 12/818,947 : - TO MAKE SPECIAL FOR
Filed: June 18, 2010 " :  NEW APPLICATION
For: DEVICE FOR NAVIGATING A MOTOR :  UNDER 37 CFR 1.102

VEHICLE AND A METHOD OF :

NAVIGATING THE SAME

This is a decision on the renewed pétltlon filed on September 20, 2010 to make the
above-identified application speCIaI for accelerated examination procedure under 37
C.FR. § 1.102(d).

The petition to make the application special is DENIED.

-A petition to make special was filed in.the above-identified application under 37 CFR
1.102(d) on June 18, 2010. The petition was dismissed in-a decision mailed August 20,
2010.

The reasons for dismissal were an inadequate classification search that encompasses
all of the features of the claims and a text search that lack sufficiently specific search
logic. Additionally, the support document was deemed to be insufficient as it lacked an
adequate listing of all the limitations (or portions thereof) of each of the claims.that are
disclosed in each of the cited references, specifying where each of the limitations (or
portions.thereof) are disclosed in each of the references.

A review of the search outlined in the renewed petition reveals that the classification
search is adequate. However, the text search is still deemed to be insufficient. Some
of the text search string set forth in the decision were not searched by the applicant.
For example, in text string L15, instead of searching “unnormal or unusual or accident
or jam$6”, applicant searched “abnormal or accident or jam$4”. Since the sample
search logic was not meant to be the sole search logic that can or should be used in this
application, any deviation from the suggested search logic should be adequately
explained. Since the term “unnormal” is not usually used, the term “abnormal” is
acceptable. However, applicant has failed to adequately address why the term
“unusual” was not searched or why the term “jam$4” was searched instead of “jam$6”.
Other instances of deviation from the search logic set forth in the petition decision
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include L25 wherein “traffic” was searched in combination with “density” using the
proximity operator “and” instead of the more broad proximity operator “near4”, L21
wherein applicant searched “(velocity or accelerate$4 or speed)” with “zone or limit$4 or
area)” using the “and” proximity operator instead of “same”, and L40 wherein applicant
uses the “and” proximity operator instead of “same”. Furthermore, the preexamination
search, in addition to setting forth the name of the file(s) searched, must also set forth
the name of the database service used. Although the preexamination search indicates
that the US-PGPUB, USPAT, EPO, JPO and WIPO databases were searched,
applicant fails to set forth the name of the database service used as required in
paragraph 8 of the “Instruction Sheet Petition to Make Special Under the Accelerated
Examination” attached to Petition to Make Special Under the Accelerated Examination
Program filed by the applicant on June 18, 2010. o

~ With respect to the Support Document, the listing of claim limitations taught by the
references is now seen being complete enough to be acceptable.

For the above stated reasohs, the petition is denied. The application will therefore be
taken up by the examiner for action in its regular turn.

Petitioner is reminded that a single opportunity to perfect the petition is given.
Therefore, further petitions for accelerated examination in this application will not
be entertained.

Any inquiry regarding this decision should be directed to Quality Assurance
Specialist Teri P. Luu at (571) 272-7045.

[Teri P. Luu/
Teri P. Luu
Quality Assurance Specialist’
Technology Center 3600

09/24/10
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In re Application of
Gary M. Nath

12818947 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: June 18,2010

Attorney Docket No. 30683

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 05-NOV-2010 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .
Number: 10031.006410 (if known): 12/818,959 Filing date: 46.18-2010
First Named

Inventor: Gabriela Bunea, et al.

Title: Module Level Solution to Solar Cell Polarization Using an Encapsulant with Opened UV Transmission Curve

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /Patrick D. Benedicto, Reg. No. 40,909/ Date December 15,2010
Name PATRICK D. BENEDICTO o 40505
(Print/Typed) Registration Number ™

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33and 11.18. Please see 37 CFR 1. 4(d) for the form of the signature. If necessary, submit multiple forms for more than one agnaturei
see below™

El *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed

application form to the USPTO. Time wiil vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box

1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.



Docket No. 10031.006410 Customer No. 74254
December 15, 2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of: Gabriela Bunea, et al.
Application No. 12/818,959 Examiner:  unknown
Filing Date: 06/18/2010 Art Unit: 1725

Title: MODULE LEVEL SOLUTION TO SOLAR CELL POLARIZATION USING AN
ENCAPSULANT WITH OPENED UV TRANSMISSION CURVE

Honorable Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

STATEMENT OF SPECIAL STATUS FOR ELIGIBILITY
UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Sir:
This is a petition for accelerated examination under the “Pilot Program for Green

Technologies including Greenhouse Gas Reduction”.

The Basis of Eligibility for Special Status begins on page 2 of this paper.
Remarks on Publication Status begin on page 3 of this paper.

I hereby certify that this correspondence is being deposited via EFS Web on the date below:

December 15, 2010
Date of Deposit

/Patrick D. Benedicto/

Signature




Basis of Eligibility for Special Status:

This application qualifies for special status as described in the notice “Pilot Program for

Green Technologies Including Greenhouse Gas Reduction” based upon the following criteria:

(1) The application is a non-provisional utility application filed under 35 U.S.C. 111(a).

(2) The application contains 3 independent claims, 16 total claims, and does not contain any

multiple dependent claims.

(3) A non-final Office Action has not yet appeared in the Patent Application Information
Retrieval (PAIR) system.

(4) The claims are directed toward a single invention that materially contributes to the more

efficient utilization of renewable energy resources.



Remarks on Publication Status:

The above-referenced application has not been published yet. By filing this petition, I
hereby request early publication under 37 CFR 1.219, and the publication fee set forth in 37 CFR

1.18 (d) accompanies this request.

If for any reason an insufficient fee has been paid, the Commissioner is hereby authorized

to charge the insufficiency to Deposit Account No. 50-2427.

Respectfully submitted,

Gabriela Bunea, et al.

Dated: December 15, 2010 By: /Patrick Benedicto/
Patrick D. Benedicto, Reg. No. 40,909
Okamoto & Benedicto, LLP
1737 North 1% Street
San Jose, CA 95112-4532
Tel.: (408) 436-2110
Fax: (408) 436-2114




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW.USplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO.
12/818,959 06/18/2010 Gabricla Bunca 10031.006410 8950
74254 7590 12/22/2010 r -
. EXAMINER

Okamoto & Benedicto LLP

P.O. Box 641330

San Jose, CA 95164-1330 |  arTunrm [ PaperNUMBER

: ‘ 1725
l MAIL DATE . I DELIVERY MODE
12/22/2010 PAPER

Please find below and/or attached an Office communication conéerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DEC 2 2 200
Okamoto & Benedicto LLP
P.O. Box 641330
San Jose CA 95164-1330
In re Application of : : A
Gabriela Bunea et al. : DECISION ON PETITION
Application No. 12/818,959 : TO MAKE SPECIAL UNDER
Filed: June 18, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 10031.006410 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed December 15, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.



Application No. 12/818,959 | Page 2

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket

Number 91973-787797 (000130US) ﬁfplfr']'gfvtf)” Number 12/818,984 | Fiing date: June 1 8, 2010

menor . FREDERICK M. ESPIAU

Tite: El ECTRODELESS LAMPS WITH GROUNDED COUPLING ELEMENTS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /D@N-Bin Kao/ nae O€Ptember 29, 2011

Name Dah-Bin Kao 53,092

(Print/ Typed) Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|i| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://iwww.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or Il of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



PATENT
Docket No.: 91973-787797 (000130US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9011
FREDERICK M. ESPIAU et al. Examiner: Unassigned
Application No.: 12/818,984 Art Unit: 2821
Filed: June 18, 2010 PETITION TO MAKE SPECIAL
UNDER THE GREEN TECHNOLOGY
For: ELECTRODELESS LAMPS PILOT PROGRAM
WITH GROUNDED COUPLING
ELEMENTS
Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

Applicant hereby requests to participate in the Green Technology Pilot

Program for the above-identified application.

Since this application was already published on December 23, 2010, it is
believed that there is no need to request early publication under 37 CFR 1.219 nor pay
the publication fee set forth in 37 CFR 1.18(d). However, if the Office determines that
another publication is necessary, the Commissioner is hereby authorized to charge

Deposit Account No. 20-1430 for the required amount.

By filing this petition, Applicants agree to make an election without
traverse in a telephonic interview and elect an invention that meets the eligibility
requirement and the classification requirement set forth in the Federal Register notice

entitled “Pilot Program for Green Technologies Including Greenhouse Gas Reduction”



Frederick M. Espiau et al. PATENT
Application No.: 12/818,984
Page 2

that was published in the Federal Register if the Office determines that the claims are not

obviously directed to a single invention.

STATEMENT OF SPECIAL STATUS FOR THE ELIGIBILITY REQUIREMENT

The basis for the special status is that the invention claimed in the above-
identified patent application materially contributes to the development of more efficient
utilization and conservation of energy recourses. The claimed invention relates generally
to devices and methods for generating light with plasma lamps. More particularly, the
present invention provides a plasma lamp driven by a radio-frequency source without the
use of electrodes inside the bulb. Such plasma lamps can be applied to lighting
applications for stadiums, parking lots, military and defense, streets, buildings, vehicle
headlamps, aircraft landing lights, bridges, uv water treatment, agriculture, architectural
lighting, stage lighting, medical illumination, microscopes, projectors and displays, as

well as other uses.

Benefits are achieved over pre-existing techniques using the present
invention. The claimed lamp is compact and can be configured inside conventional
luminaires, such as luminaires used for street lighting and parking lot lighting.
Furthermore, the lamp can be configured to have an exposed arc to allow use of
conventional optical components, such as aluminum reflectors. The present lamp can
also be manufactured more efficiently and at lower cost than the conventional dielectric
resonators. That is, the electrodeless lamp with grounded coupling elements is
significantly lower in cost and simpler to manufacture since it does not require precise
control of the depth of probes. Furthermore, the lamp can have improved consistency in

brightness yield and more efficient use of energy.

A preliminary amendment is filed herewith to reduce the number of
outstanding claims to no more than three (3) independent claims and twenty (20) total

claims.

Moreover, the application does not contain any multiple dependent claims.



Frederick M. Espiau et al. PATENT
Application No.: 12/818,984
Page 3

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.

Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,

/Dah-Bin Kao/

Dah-Bin Kao
Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63749361 v1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/818,984 06/18/2010 Frederick M. Espiau 91973-787797 (000130US) 9011
20350 7590 10/31/2011
KILPATRICK TOWNSEND & STOCKTON LLP | EXAMINER |
TWO EMBARCADERO CENTER ALEMU, EPHREM
EIGHTH FLOOR —
SAN FRANCISCO, CA 94111-3834 | ARTUNIT | paperNU |

2821

| NOTIFICATION DATE I DELIVERY MODE |

10/31/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usp'o‘gov

KILPATRICK TOWNSEND & STOCKTON LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO CA 94111-3834

In re Application of :
ESPIAU, et al. : DECISION ON PETITION

Application No. 12/818984 : TO MAKE SPECIAL UNDER
Filed: June 18, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-787797 (000130US) ; PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on September 29, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a non-provisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to



make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
contributes to more efficient utilization and conservation of energy resources. The claims are
generally directed to a plasma lamp comprising an RF source, dielectric fill material and a bulb.
The materiality standard does not permit an applicant to speculate as to how a hypothetical end
user might specially apply the invention in a manner that could contribute to more efficient
utilization and conservation of energy resources. Any argument that the claimed invention can
be used to provide more efficient utilization of energy resources is considered speculation as to
how a hypothetical end-user might specially apply the claimed invention. The mere prediction
of improved manufacturability and design flexibility does not appear to result in more efficient
utilization or conservation of energy resources.

Telephone inquiries concerning this decision should be directed to Michael Day at 571-272-
1568.

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn.

/ Michael Day /

Michael Day
Quality Assurance Specialist
Technology Center 2800



PATENT
Docket No.: 91973-787797 (000130US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9011
FREDERICK M. ESPIAU ef al. Examiner: Unassigned

Application No.: 12/818,984 Art Unit: 2821

Filed: June 18, 2010 REQUEST FOR RECONSIDERATION

OF DECISION ON PETITION TO

For: ELECTRODELESS LAMPS MAKE SPECIAL UNDER THE
WITH GROUNDED COUPLING | GREEN TECHNOLOGY PILOT
ELEMENTS PROGRAM

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

The Decision mailed on October 31, 2011 dismissed Applicants’ Petition
to Make Special Under the Green Technology Pilot Program submitted on September 29,
2011. The Decision states that the originally-filed Petition satisfies all requirements
under the Pilot program, with the exception that that Applicants’ statement pertaining to
how the materiality standard is met does not satisfy the requirements for this pilot.
Specifically, the Decision indicates that it is not readily apparent how the claimed
invention results in more efficient utilization of energy resources (which is item Bii of the

requirement cited in the Decisions).

Applicants respectfully request reconsideration because the claimed
invention relates to plasma lamps that are known in the art to be more energy efficient
than conventional lamps, thereby contributes to more efficient utilization of energy

resources. See, for example, the Wikipedia article on Plasma Lamp



Frederick M. Espiau et al. PATENT
Application No.: 12/818,984
Page 2

(http://en.wikipedia.org/wiki/Plasma_lamyp), a portion of which is reproduced below for easy

reference.

“High-efficiency plasma lighting is the class of plasma lamps that have system
efficiencies of 90 lumens per watt or more. Lamps in this class are potentially the
most energy-efficient light source for outdoor, commercial and industrial lighting. This
is due not only to their high system efficiency but also to the small light source they
present enabling very high luminaire efficiency.

Luminaire Efficacy Rating (LER) is the single figure of merit the National Electrical
Manufacturers Association has defined to help address problems with lighting
manufacturers' efficiency claims [5] and is designed to allow robust comparison between

lighting types. . . .

Many modern plasma lamps, . . . have very small light sources—far smaller than HID
bulbs or fluorescent tubes—leading to much higher luminaire efficiencies also. High
intensity discharge lamps have typical luminaire efficiencies of 55%, and fluorescent

lamps of 70%. Plasma lamps typically have luminaire efficiencies exceeding 90%.”

Applicants submit that the claimed invention provides devices and
methods for improving plasma lamps, thereby contributes to more efficient utilization of
energy resources. Therefore, the claimed invention satisfies item Bii of the requirements
cited in the Decisions. According, Applicants believe that the petition is grantable and

respectfully request reconsideration of the petition.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,
/Dah-Bin Kao/
Dah-Bin Kao, Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63856193 v1
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
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KILPATRICK TOWNSEND & STOCKTON LLP / a/ / a/ "

TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO CA 94111-3834

In re Application of :

Frederick M. Espiau et al. : DECISION ON PETITION
Application No. 12/818,984 : - TO MAKE SPECIAL UNDER
Filed: June 18,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-787797 (000130US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed November 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). :

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications. -

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable

~‘energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)

. greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). '
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156. : '

’

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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OFFICE OF PETITIONS

In re Application of
WISER, et al : :
Application No. 12/819,001 : DECISION ON PETITION
Filed: June 18, 2010 : TO WITHDRAW
Attorney Docket No. 361912.05022 (09-023-USC) : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent under 37 C.F.R. § 1.36(b) filed
February 6, 2012.

The request is NOT APPROVED.

A review of the file record indicates that Marc S. Kaufman, does not have-power of attorney in this patent
application. See 37 C.F.R. § 10.40. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is
not applicable.

The Office will not approve requests from practitioners to withdraw from applications where the
requesting practitioner is acting, or has acted, in a representative capacity pursuant to 37 CFR 1.34. In
these situations, the practitioner is responsible for the correspondence the practitioner files in the
application while acting in a representative capacity. As such, there is no need for the practitioner to
obtain the Office’s permission to withdraw from representation. However, practitioners acting in a
representative capacity, like practitioners who have a power of attorney in the application, remain
responsible for noncompliance with 37 CFR 1.56, as well as 37 CFR 10.18, with respect to documents
they file.

All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified by the applicant.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-6735.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of'Petitions

cc: SEZMI CORPORATION
1301 SHOREWAY ROAD, SUITE 310
BELMONT CA 94002
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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VENABLE LLP
P.O. BOX 34385
WASHINGTON DC 20043-9998

~ In re Application of
ENYA et al
-Application No.: 12/819,016
Filed: 18 June 2010

Attorney Docket No.: 87136-288495 : DECISION ON REQUEST TO
For: GAN SEMICONDUCTOR : PARTICIPATE IN THE PATENT
OPTICAL ELEMENT, METHOD FOR : PROSECUTION HIGHWAY
MANUFACTURING GAN : PROGRAM AND PETITION
SEMICONDUCTOR OPTICAL : TO MAKE SPECIAL UNDER
ELEMENT, EPITAXIAL WAFER AND - :37 CFR 1.102(d)

METHOD FOR GROWING GAN :

SEMICONDUCTOR FILM

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 20 September 2010, to make the above-identified

application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot progré.m and petition to make special require:
1. TheU.S. 4application is

a. a Paris Convention application which either
i. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
b. a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after comphance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
iii. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application



i. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or '
iii. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action:

1. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or '
i11. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for actlon on the merits commensurate with
this decision.

hre

Lee W. Y,
TQAS
Technology Center 2800
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Intervet/Schering-Plough Animal Health :
Patent Dept. K-6-1, 1990 MA’LED
2000 Galloping Hill Road AUG 02°2011
Kenilworth NJ 07033-0530 .
| OFFICE OF PETITIONS
In re Application of
M.C.W. Van Hulten :
Application No. 12/819,033 :  DECISION ON PETITION

Filed: June 18, 2010
Attorney Docket No. 9.484 US D1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 15, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, October 27, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on December 28, 2010. The Notice of
Abandonment was mailed June 23, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620, and (3) a proper statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to Technology Center AU 1645 for appropriate action by the
Examiner in the normal course of business on the reply received.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions
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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12/81 9,038 Filing date: | Juyne 1 8’ 2010

First Named Inventor: Bruce D. D'Ambrosio

vention: Dynamic Webpage Generation Including Request-Time Auctioned Web Content

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT 